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DETAILED ACTION 

Claims 1^20 were rejected in office action of 7 March 2007. 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 7 June 2007 has been entered. 

The 7 June 2007 submission has amended claims 1 and 6-20. Claims 1-20 are pending in 
this application. 

Claims 1-20 are rejected. 

Priority 

1. This Application contains a claim for the benefit of priority to U.S. Provisional 
Application No. 60/243,708 filed 26 October 2000. The provisional application has been 
reviewed and priority is denied , because the provisional application does not appear to enable the 
claimed invention as required under 35 U.S.C. Section 112, first paragraph. See 35 U.S.C. § 
119(e)(1). 

For example, the provisional application contains a set of 'powerpoint-style' drawings 
and datasheets describing desired features for a microcontroller or a 'system-on-chip,' but this 
material does not appear to contain either the text description or the drawings found in the 
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Application. In particular, no part of the provisional application appears to disclose the method 
steps shown in the Application at Fig. 7. 

Claim Objections 

2. Claims 1-5 are objected to because of the following informalities: Claim 1 recites "a 
virtual microcontroller" in lines 2-3, and "a virtual microcontroller" in line 5, creating the 
appearance of an invention comprising a first and second virtual microcontroller. Later 
references to "said virtual microcontroller" in line 8, for example, are ambiguous. It is the 
Examiner's understanding that the inventive concept disclosed by the application focuses on a 
single virtual microcontroller. Appropriate correction or clarification is required. 

3. Claims 1-20 are objected to because of the following informalities: The claim language 
appears to confuse the term "I/O read data" and "I/O read data instruction". For example, claim 
1 recites "wherein said I/O read data is followed by a conditional jump instruction," however the 
disclosure of the invention is directed to an I/O read instruction (or "I/O read") followed by a 
conditional jump instruction that depends on the result of the I/O read (see FIG. 8; specification 
page 26, lines 17-24; etc.). Appropriate correction or clarification is required. 

4. Claims 1-20 are objected to because of the following informalities: The independent 
claims previously made clear that the virtual microcontroller and microcontroller generally 
execute the same instructions in lockstep using the same clocking signals, except when 
performing the claimed steps. This claim language has been moved to the end of the 
independent claims to a location which appears to suggest that the "same clocking signal" is used 
only after it is determined whether to execute the instruction at the next consecutive address or at 
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the jump address. Clarification is requested regarding this intended scope of this feature of the 
invention, specifically guidance regarding at what times is the invention limited to executing 
instructions using the same clock signals between the two devices. 

Response to Arguments - 35 USC § 112 

5. The previous rejection of claims 1-20 under 35 U.S.C. § 1 12, first paragraph, as failing to 
comply with the written description requirement is withdrawn in response to the amendments to 
the claims. However, the amendments necessitate new grounds of rejection. 

6. The previous rejection of claims 1-20 under 35 U.S.C. § 1 12, first paragraphias failing to 
comply with the enablement requirement is withdrawn in response to the amendments to the 
claims. 

7. The previous rejection of claims 1-20 under 35 U.S.C. § 1 12, second paragraph, as being 
vague and indefinite is withdrawn in response to the amendments to the claims. However, the 
amendments necessitate new grounds of rejection. 

8. The previous rejection of claims 1-20 under 35 U.S.C. § 1 12, second paragraph, as being 
incomplete for omitting essential steps is withdrawn in response to the amendments to the 
claims. 
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9, The previous rejection of claims 6-20 under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite due to a conflict in the language of the preambles is withdrawn in response to the 
amendments to the claims. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

10. Claims 1-20 are rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Independent claims 1, 6, and 14 all recite language which describes a microcontroller 
(or device under test in claim 14) sending a conditional jump instruction to a virtual 
microcontroller (or virtual processor in claim 14). This functionality is not described by the 
specification. The disclosure clearly conveys a different invention, where a conditional jump 
instruction is not sent from one device to the other (specification, page 27, lines 13-27 and FIG. 
8). 

The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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11. Claims 1-20 are rejected under 35 U.S.C. § 1 12, second paragraph, as failing to set forth 
the subject matter which applicant(s) regard as their invention. Evidence that claims 1-20 fail(s) 
to correspond in scope with that which applicant(s) regard as the invention can be found in the 
reply filed on 7 June 2007. In that paper, applicant has stated "Applicant wishes to clarify that 
the conditional jump instruction is not sent to the virtual microcontroller" (page 12), and this 
statement indicates that the invention is different from what is defined in the claim(s) because 
independent claim 1 recites "a microcontroller, wherein said microcontroller sends I/O read 
data to a virtual microcontroller, and wherein said I/O read data is followed by a conditional 
jump instruction, " independent claim 6 recites "detecting an I/O read data sent by said 
microcontroller, wherein said I/O read data is followed immediately by a conditional jump 
instruction, " and independent claim 14 recites "detecting an I/O read data sent by said device 
under test, wherein said I/O read data is followed immediately by a conditional jump 
instruction. " 

The language of claim 1 clearly conveys that the microcontroller sends I/O read data 
followed by a conditional jump instruction to a virtual microcontroller. Claims 6 and 14 recite 
substantially similar limitations. In contrast, Applicants' remarks state that the microcontroller 
does not send a conditional jump instruction to the microcontroller. The claims fail to set forth 
the subject matter which applicants regard as their invention. 

Response to A rguments - 35 USC §101 

12. The previous rejection of claims 1-20 under 35 U.S.C. § 101 is withdrawn in response to 
the amendments to the claims. 
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Claim Interpretation - Potentially Allowable Subject Matter 
13. The subject matter of independent claim 1, 6, and 14 is interpreted as substantially 
corresponding to the disclosure at pages 26-27 and FIG. 8. The Examiner has discussed the 
invention with Applicants' representative Mr. Amir Tabarrok on 26-27 July 2007 it appears that 
this interpretation is not improper. Although claims 1-20 are objected to and rejected under 35 
U.S.C. § 112, first paragraph, the Examiner's understanding of the claimed subject matter, 
assisted by the above mentioned conversations with Mr. Amir Tabarrok, is neither taught nor 
suggested by the prior art. 

The Examiner's interpretation of the inventive subject matter generally corresponds to 
FIG. 8, comprising a microcontroller and virtual microcontroller operating in lockstep by 
executing the same instructions using the same clock signal (specification, page 17, lines 1-9) 
wherein: 

the virtual microcontroller does not have access to I/O read information (from 
actual I/O devices) but receives I/O read data from the microcontroller (specification, 
page 26, lines 10-16); 

the virtual microcontroller detects an I/O read instruction followed by a 
conditional jump instruction that depends on a result of the I/O read instruction (FIG. 8, 
612); 
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the virtual microcontroller computes a jump address of said conditional jump 
instruction before receiving I/O read data corresponding to said I/O read instruction from 
the microcontroller (FIG. 8, 624; specification, page 27, lines 18-24); 

the virtual microcontroller receives said I/O read data from the microcontroller 
(FIG. 8, 628); 

the virtual microcontroller determines whether to follow the conditional jump 
instruction based upon the received I/O read data and the conditional jump instruction 
(FIG. 8, 632); and 

the virtual microcontroller executes a next consecutive instruction following the 
conditional jump instruction if the conditional jump is not followed or executes the 
instruction at the jump address if the conditional jump is followed, at which point the 
microcontroller and virtual microcontroller resume lockstep execution of the same 
instructions using the same clock signal (FIG. 8, 636, 640, 644, 616). 

This is not an endorsement of allowable claim language, but merely describes the 
Examiner's interpretation of the disclosed subject matter and to facilitate agreement regarding 
the scope and language of the claims. The prior art does not teach or suggest the Examiner's 
understanding of the scope of invention. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 



examiner can normally be reached on 8:30 am-4:30 pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Rodriguez can be reached at (571) 272-3753. The fax phone number, for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the TC 2100 Group receptionist: 571-272-2100. Information regarding the status of 
an application may be obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



examiner should be directed to Jason Proctor whose telephone number is (571) 272-3713. The 



Jason Proctor 
Examiner 




